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Art Unit: 2874 

DETAILED ACTION 

Response to Amendment 

1 . The Preliminary Amendment filed on 3/24/2006 has been entered. Claims 1 -47 
have been cancelled. New claims 48-94 have been added. Claims 48-94 are pending 
in the application. 

Specification 

2. The disclosure is objected to because of the following informalities: the use of an 
apostrophe ( ' ) as an abbreviation for minutes of time does not appear to be 
appropriate. The apostrophe typically symbolizes minutes of angle or geographical 
minutes (a minute of longitude or latitude). The ASTM D1 238-00 standard involves flow 
rates of grams per 10 minutes of time (g/10 min.) Appropriate correction is required. 

Drawings 

3. The informal drawings are of sufficient quality to permit examination. The 
drawings are objected to because some of the reference numbers and figures appear to 
be drawn by hand (the lines lack uniform weight and thickness). Corrected drawing 
sheets in compliance with 37 CFR 1.121 (d) are required in reply to the Office action to 
avoid abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. The figure or figure number of an amended drawing 
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should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, 
the remaining figures must be renumbered and appropriate changes made to the brief 
description of the several views of the drawings for consistency. Additional replacement 
sheets may be necessary to show the renumbering of the remaining figures. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1 .121(d). If 
the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 48-94 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The use of an apostrophe ( ' ) as an abbreviation 
for minutes of time does not appear to be appropriate. The apostrophe typically 
symbolizes geographical minutes (a minute of longitude or latitude). The ASTM D1238- 
00 standard involves flow rates of grams per 10 minutes of time (g/1 0 min.) The claims 
should be corrected so that it is clear what units of measure are being claimed. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 48-58, 61-74, 78, and 79, are rejected under 35 U.S.C. 102(b) as being 
anticipated by GB 2 149 411 A to Guerdoux (hereafter referred to as the Guerdoux 
reference). 

Referring to claims 48-54, 61, 62, 65, 66, 71, 72, 78, and 79, the Guerdoux 
reference discloses all the limitations of the claimed invention. The Guerdoux reference 
discloses a telephone cable comprising at least one core comprising at least one 
transmissive element (conductor) and at least one coating material, comprising: at 
least a first polyethylene (copolymer A) having a density less than 0.940 g/cm 3 
(between 0.932 and 0.940 g/cm 3 ) and a fluidity index, measured at 190°C with a load 
of 2.16 Kg according to ASTM D1238 standard, of 0.05 g/10 min to 2 g/10 min (not 
more than 1.5 g/10 min to 5 g/10 min); and at least a second polyethylene having a 
density higher than 0.940 g/cm 3 (between 0.952 and 0.960 g/cm 3 ) and a fluidity index, 
measured at 190°C with a load of 2.16 Kg according to ASTM D1238 standard, of 0.05 
g/10 min to 2 g/10 min or more specifically 0.1 g/10 min to 1 g/10 min (0.15 g/10 min to 
0.4 g/10 min). See the entire Guerdoux reference. 

Claiming either polyethylene is obtained from a waste material appears to be a 
Product by Process limitation. See MPEP 2113. Even though product-by-process 
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claims are limited by and defined by the process, determination of patentability is based 
on the product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process." In re Thorpe, 777F.2d 695, 698, 227 USPQ 964, 
966 (Fed. Cir. 1985) process step within an apparatus claim. The source of the 
material does not appear to imply any structural difference over the prior art. 

Referring to claims 55-58 and 67-70, the Guerdoux reference discloses all the 
limitations of the claimed invention. Each of these limitations appears to be directed to 
a property of the claimed materials. When the structure cited in the reference is 
substantially identical to that of the claims, the claimed properties or functions are 
presumed to be inherent. See MPEP 2112.01. Since the Guerdoux reference has 
claimed a substantially identical structure with substantially identical materials, the 
properties of those materials are presumed to be inherent. 

Referring to claims 63, 64, 73, and 74, the Guerdoux reference discloses all the 
limitations of the claimed invention. The Guerdoux reference discloses that the polymer 
composition comprises 50 to 60% the first polyethylene (copolymer A). Therefore the 
polymer composition comprises 40 to 50% the first polyethylene (copolymer B). See 
the entire Guerdoux reference. 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 59, 60, and 75-77 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over GB 2 149 41 1 A to Guerdoux. 

Referring to claims 59, 60, and 75-77, the Guerdoux reference discloses all the 
claimed limitations, including that carbon is added to the first polyethylene material and 
is therefore present in the polymer composition of the coating. The Guerdoux reference 
does not appear to teach the first polyethylene comprises carbon black in an amount of 
higher than 2% by weight, or the first polyethylene comprises carbon black in an amount 
of 2.5% by weight to 4.0% by weight, or carbon black is added to the coating material in 
an amount of 2% by weight to 5% by weight, or carbon black is added to the coating 
material in an amount of 2.5% by weight to 4.0% by weight. It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to add the 
claimed amounts of carbon black, since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable 
ranges involves only routine skill in the art. In reAller, 105 USPQ 233. Carbon black is 
commonly utilized as a reinforcing agent within rubbers and polymers. One of ordinary 
skill in the art would be motivated to select an amount of carbon black that is necessary 
to reinforce the polyethylene materials cited in the Guerdoux reference. 
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Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin S. Wood whose telephone number is (571) 272- 
2364. The examiner can normally be reached on Monday-Thursday (7am - 5:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Uyen-Chau N. Lee can be reached on (571) 272-2397. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



KSW 



/Kevin S Wood/ 
Primary Examiner, Art Unit 2874 



